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(2) CONFORMING AMENDMENT AND AMEND-

MENT.— (¢) CONFORMING AMENDMENT AND AMENDMEN

() CoxvoruNG AENDNENT—The item (1) CONFORMING AMENDMENT—The ilem relal-
ing to section 285 of the table of sections for chapter
29 of lille 35, Uniled States Code, is amended lo read
as follows:

255, Fres and other crpenses

(2) AMENDMENT—Section 273 of litle 35,

Uniled Stales Code, is amended by striking sub-
(€) AupNDMENT.—

sections (f) and (g).

(i) IN GENERAL—Section 273

35, United States

paragraph (B), is further amended

ing subsection (g).

- 273. Defense to infringement based on
prior commercial use

EASONABLE ASSERTION OF DEFENSE.—If th
defense

fails to demonstrate
the defense, the court sh
the purpose of awayditg attorne

asis for asserting
the case exceptional for
s under section

under section 102 or 103 solely because a
defense is raised or established under this section. 13
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- 303. Determination of  _ 311 Inter partes
issue by Director review

(a) Within three months . .
following the filing of a request (b) ScopE.—A petitioner in an

for reexamination under the inter partes review may
provisions of section 302, the request to cancel as
Director will determine whether en or more

a substantial new question of onIy ona
patentability affecting any ground that could be raised
claim of the patent concerned under section 102 or 103 and
is raised by the request, with  gnjy on the basis of prior art

gtrhv:rt h(;l:;r(;?sng:derriﬁtg)(jrl of consisting of patents or
aublications, printed publications 14
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(c) CODIFICATION OF THE DOUBLE-PATENTING DOCTRINE—
(1) AMENDMENTS-

(A) CONDITIONS FOR PATENTABILITY; NOVELT of title 35,
United States Code, is amended by inserting at fiie—erd-the following
new subsection:

(e) DOUBLE-PATENTING PRIOR ART—If a first claimed invention in a
first patent was effectively filed on or before the effective filing date of
a second claimed invention in a second patent or in the application on
which the second patent issues, and the first claimed invention is not
otherwise prior art to the second claimed invention under this section,
then the first claimed invention shall, notwithstanding the other
subsections of this section, constitute prior art to the second claimed

nvention under this suhsection
DIVISIONAL APPLICATIONS—Section 121 of title 35, United Stafe J

Code, is amended by striking the third sentence. 4
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§121. Divisional applications

If two or more independent and distinct inventions are claimed in one

application, the Director may require the application to be restricted to one

of the inventions. If the other invention is made the subject of a divisional

application which complies with the requirements of section 120 it shall be

entitled to the benefit of the filing date of the original application. ,
7

The validity of a patent shall not be questioned for failure of the Director to
require the application to be restricted to one invention.

-..9 L ##/$0

EXEMPTION.—A civil action that includes a
claim for relief arising under section 271(e)(2)
shall not be subject to the requirements of

subsection (a).

2 -..9 L H##I$0

CLAIMS UNDER SECTION 271(e).—This section
shall not apply to a civil action that includes a

claim for relief arising under section 271(e).

-..9  l##s0

EXEMPTION.—This section shall not apply to an

action that includes a cause of action described
under section 271(e)(2).

: -..90

EXeEmMPTION.—The requirements of paragraph (1)
shall not apply with respect to a civil action filed

under subsection (a) that includes a cause of action
described under section 271(e)(2).

3 - . ##/$0
APPLICABILITY.—Subsections (a), (b), and (c) shall
not apply to a civil action that includes a claim for
relief arising under section 271(e).
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§ 3. Officers and employees
(b) OFFICERS AND EMPLOYEES OF THE OFFICE.—

of Commerce, upon nomination by the Director, shall appoint a Deputy

Under Secretary of Commerce for Intellectual Property and Deputy
Director of the United States Patent and Trademark Office who shall be

event of a vacancy in the office of the Director

(1) DEPUTY UNDER SECRETARY AND DEPUTY DIRECTOR.—The Secretary

serve as Acting
Director in the event of the absence or incapacity of the Director or in the

EFFECTIVE DATE—The amendments made by paragraph (1) shall take

to appointments and vacancies occurring before, on, or after the date
of the enactment of this Act

effect on the date of the enactment of this Act and shall apply with respect
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Wnited States Court of Appeals
for the FFederal Circuit

RANDALL MFG.,
Appellant,

v.
TERESA STANEK REA, Acting Director, United
States Patent and Trademark Office,
Appellee,
AND
FG PRODUCTS, INC.,
Appellee.
20121611

Appeal from the United States Patent and Trademark
Office, Board of Patent Appeals and Interferences in
Reexamination No. 95/00(

Decided: October 30, 2013
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Sec. 42.11 Duty of candor ;_signing papers; to the Board; sa___nctions .

(a) Duty of candor. Parties and individuals involved in the proceeding have a duty of candor and good faith to the
Office during the course of a proceeding.

b) Signature. Every petition. response, written motion. and other paper filed in a proceeding must comply with the
signaiure requirements set forth in - 11.18(a) of this chapter. The Board may expunge any unsigned submission
unless the omission is promptly corrected after being called to the counsel’s or partys attention.

c) Representations to the Board. By presenting to the Board a petition. response. written motion. or other er—
whether by signing. filing, submitting, or later advocating it—an attorney. registered practitioner, or unrepresented
arty attests to compliance with the certification requirements under - 11.18(b)(2) of this chapter.
(d) Sanctions—(1) In general, If, after notice and a reasonable opportunity to respond. the Board determines that
paragraph (c) of this section has been violated, the Board may impose an appropriate sanction on any attorney.
registered practitioner. or party that violated the rule of is responsible for the violation.

(2) Motion for sanctions. A motion for sanctions must be made separately from any other motion and must
describe the specific conduct that allegedly violates paragraph (c) of this section. The motion_must be authorized by
the Board under - 42.20 prior to filing the motion. At least 21 days prior to seeking authorization to file a motion for
sanctions, the moving party must serve the other party with the proposed motion. A motion for sanctions must not be
filed or be presented o the Board if the challenged paper. claim, defense. contention, or denial is withdrawn or

T m

I

it

(5) for an order. An order imposing a sanction must describe the conduct and explain_the

24

% . ! - 2D2 & % 1

Sec. 42.12 Sanctions.

(a) The Board may impose a sanction a%ainst a party for misconduct, including:
Failure to comply with an applicable rule or order in the proceeding;

Advancing a misleading or frivolous argument or request for relief;

Misrepresentation of a fact;

Engaging in dilatory tactics;

Abuse of discovery;

Abuse of process; or

NoUurwNE

unnecessary delay or an unnecessary increase in the cost of the proceeding.
(b) Sanctions include entry of one or more of the following: :

An order holding facts to have been established in the proceeding;

An order expunging or precluding a party from filing a paper; .

3) An order precluding a party from presenting or contesting a particular issue;

4) An order precluding a party from requesting, obtaining, or opposing discovery;
g An order excluding evidence;
7
8

NE

An order providing for compensatory expenses, including attorney fees;
An order requiring terminal disclaimer of patent term; or
Judgment in the trial or dismissal of the petition.

Any other improper use of the proceeding, includin% actions that harass or cause

% % " & % K-. 1

(d) Sanctions

(1) In general. If, after notice and a reasonable opportunity to
respond, the Board determines that paragraph (c) of this section has
been violated, the Board may impose an appropriate sanction on any
attorney, registered practitioner,-taw-firm-patent-agent— or party that

violated the rule or is responsible for the violation.-Absent-

exceptional-circumstances—alaw-firm-must-be-held—jointhy

roepnneihln for-a-violati itted h\y its pnnnn r—a sociate—or

Y,
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Sec. 42.107 Preliminary response to petition.

(a) The patent owner may file a preliminary response to the petition. The
response is limited to setting forth the reasons why no inter partes review should be
instituted under 35 U.S.C. 314-TFhe respense-can-include-evidence-exceptas
provided in paragraph (c) of
this-seetion— and can include supporting evidence. The preliminary response is
subject to the page-timits—word count under See—§ 42.24.

(b) Due date. The preliminary response must be filed no later than three months
after the date of a notice indicating that the request to institute an inter partes review
has been granted a filing date. A patent owner may expedite the proceeding by filing
an election to waive
the patent owner preliminary response.

(c) No new testimonial evidence. The preliminary response shall not present

new ol bevond-that already of record nt utherized
7 R b v P

oy-the-Board—[Reserved]
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Sec. 42.108 Institution of inter partes review.

(c) Sufficient grounds. Inter partes review shall not be instituted for a
ground of unpatentability unless the Board decides that the petition
supporting the ground would demonstrate that there is a reasonable
likelihood that at least one of the claims challenged in the petition is
unpatentable. The Board's decision will take into account a patent owner
preliminary response where such a response is filed, including any
testimonial evidence, but a genuine issue of materi __al fact created

by such testimonial evidence will be viewed in the light most
favorable to the petitioner solely for purposes of deciding whether
to institute an inter partes review . A petitioner may seek leave to file
areply to the preliminary response in accordance w___ith §§ 42.23 and

142.24(c). Any such request must make a showing ofg  ood cause. |

Federal Register / Vol. 81, No. 63 / Friday, April 1, 2016 / Rules and Regulations

Effective Date: This rule is effective May 2, 2016
and applies to all AIA petitions filed on or after
the effective date and to any ongoing AIA
preliminary proceeding or trial  before the
Office.
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(d) WILLFUL INFRINGEMENT—

(1) IN GENERAL—The court may increase_damages up to 3
times the amount found or assessed if or the jury, as the
case may be, determines that the infringement of the patent was
willful. Increased damages under this subsection shall not apply
to provisional rights under section 154(d). Infringement is not
willful unless the claimant proves by clear and convincing
evidence that the accused infringer's conduct with respect to the
patent was objectively reckless . An accused infringer's conduct
was objectively reckless if the infringer was acting despite an
objectively high likelihood that his actions constituted
infringement of a valid patent, and this objectively-defined risk
was either known or so obvious that it should have been
known to the accused infringer. 3




(d) WILLFUL INFRINGEMENT—

(2) PLEADING STANDARDS—A claimant asserting that a patent

was infringed willfully shall comply with the pleading
requirements set forth under Federal Rule of Sivil Procedure

9o(b).

(5) CLose Case—The court shall not increase damages under
this subsection if the court determines that there is a close case
as to infringement, validity, or enforceability. On the motion of
either party, the court shall determine whether a close case as to

infringement, validity, or enforceability exists, and the court shall
explain its decision. Gqce the court determines that such a close
case exists, the issue of willful infringement shall not thereafter

be tried to the jury.

2232229 & ¢

D ! 3!
1" (931)
113 '

Ic 3
12




sl

$riL Cc

#1311 3 11"

& ! ! 3 !
D 231!l ;1

_2 3 !'I/N#0

#1313 3 '311/<0

131 /80

H 3 Io$<L IN# ,<0

H 3" 2 3 19 ! /80
D 231!l "3 "9l

, "1 I H <8 N#0

$ -7/0/M O #H D DH 858 L5 LJ

<8 ,< P N#0

$ 2! ' /HO

37

#1 7

SEC. 4. PREEMPTION OF STATE LAWS ON PATENT DEMAND L ETTERS AND
ENFORCEMENT BY STATE ATTORNEYS GENERAL.

(a) Preemption.—

(1) IN GENERAL.—This Act preempts any law, rule, regulation, requirement,
standard, or other provision having the force and effect of law of any State, or political
subdivision of a State, expressly relating to the transmission or contents of
communications relating to the assertion of patent rights.

(2) EFFECT ON OTHER STATE LAWS.—Except as provided in paragraph (1), this
Act shall not be construed to preempt or limit any provision of any State law, including
any State consumer protection law, any State law relating to acts of fraud or deception,
and any State trespass, contract, or tort law.

(b) Enforcement By State Attorneys General.—

(1) IN GENERAL.—In any case in which the attorney general of a State has reason
to believe that an interest of the residents of that State has been adversely affected by
any person who violates section 2, the attorney general of the State, may bring a civil
action on behalf of such residents of the State in a district court of the United States of
appropriate jurisdiction—

(A) to enjoin further such violation by the defendant; or

(B) to obtain civil penalties.
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Andrew Baluch is co-founder of Markup LLC, a legal technology company that
develops software to track, analyze and visualize changes in legislation and
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